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1. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the areas that are 
undercut (see claim 66), the combinations of undercut and co-planar areas (see claim 

69) , the second multitude of areas providing a supporting surface of the supporting body 
smaller than the surface of the conductive probe arms facing the supporting body (claim 

70) , the first multitude of conductive probe arms being "unidirectional" (claim 72), the 
third multiple of conductive tip elements (claim 96) and the primary and secondary 
sections of the conductive tip elements (claims 97-121) must be shown or the feature(s) 
canceled from the claim(s). Moreover, because these limitations are critical to 
understanding the claimed invention, Applicants should point out the features in the 
drawings (numerically) where these limitations are located. No new matter should 
be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
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application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

2. The drawings are objected to because Figures 10-16 is not clearly drawn and/or 
legible. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Application/Control Number: 10/675,886 Page 4 

Art Unit: 2829 

3. New corrected drawings in compliance with 37 CFR 1.121(d) are required in this 
application because of those reasons indicated supra. Applicant is advised to employ 
the services of a competent patent draftsperson outside the Office, as the U.S. Patent 
and Trademark Office no longer prepares new drawings. The corrected drawings are 
required in reply to the Office action to avoid abandonment of the application. The 
requirement for corrected drawings will not be held in abeyance. 

4. Claims 66, 69, 70, 72, 77-81 and 96-121 are objected to for the reasons that 
follow: 

In claim 66, reference is made to the second multitude of areas being undercut in 
relation to the plane of the first surface of the supporting body. It is not clear how this 
can be drawn, as it is not clear from the drawings where these limitations read. 

In claim 69, reference is made to the second multitude of areas being 
combinations of uncut and co-planar in relation to the plane of the first surface of the 
supporting body. It is not clear how this can be drawn, as it is not clear from the 
drawings where these limitations read. 

In claim 72, reference is made to the first multitude of conductive probe arms 
being "unidirectional" whereas in parent claim 65, reference is made to the conductive 
probe arms being movable in x, y, or z planes. It is not clear how both conditions can 
coexist as the term "unidirectional" is defined as operating or moving or allowing 
movement in one direction only. 
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In claim 96, reference is made to a third multitude of conductive tip elements 
extending from the distal end of the first multitude of conductive probe arms. It is not 
clear how to draw the tips because the drawings do not clearly indicate where these are 
located and where; with respect to the probe arm do the tips begin. Furthermore, 
knowing where to draw the boundaries between these two components is critical to 
understanding the limitations of dependent claims 97-121. 

In claims 97-121, references are made to primary sections and secondary 
sections further including various limitations of separation. It is not clear where such 
sections are located with respect to the conductive tips and with respect to the 
conductive probe arms and how these are drawn based on the limitations of 
"separation" as claimed. 

Claims 77-81 recites the limitation "said width" in line 2 of each claim. There is 
insufficient antecedent basis for this limitation in the claim. 

5. Applicants are reminded that a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. 

The following is a recitation of MPEP 2111.04 that states that claim scope is not 
limited by claim language that does not limit a claim to a particular structure (note 
"structure"): 

MPEP 2111.04 [R-3] "Adapted to," "Adapted for," "Wherein," and "Whereby" 
Clauses 
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Claim scope is not limited by claim language that suggests or makes optional but 
does not require steps to be performed, or by claim language that does not limit a 
claim to a particular structure. However, examples of claim language, although 
not exhaustive, that may raise a question as to the limiting effect of the language 
in a claim are: 

(A) " adapted to " or "adapted for " clauses; 

(B) " wherein " clauses; and 

(C) " whereby " clauses. 



6. In order to emphasize claim language not considered furthering limiting the 
claimed invention, such limitations have been italicized in this Office Action. 



7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



8. Claims 65, 73-76, 82, 83, 91, 96 and 140 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Burr et al (5565788). 

Burr et al anticipates a multi-point probe (Figures 5, 5A and 6) for testing electric 
properties on a specific location of a test sample, comprising: 
a supporting body (88) defining a first surface; 

a first multitude of conductive probe arms (92, 94), each of said conductive probe 
arms defining a proximal end (that portion over supporting body 88) and a distal end 
(that portion extending away from the edge of supporting body 88) being positioned in 
co-planar relationship with said first surface of said supporting body along substantially 
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the entire length of said conductive probe arms, and said conductive probe arms being 
movable in x, y, or z planes and being connected to said supporting body at said 
proximal ends thereof and having said distal ends freely extending and away from said 
supporting body, leaving said distal ends free to contact a sample unsupported by said 
supporting body, giving individually flexible motion to said first multitude of conductive 
probe arms for allowing said distal end to contact said specific location of said test 
sample, said conductive probe arms freely extending from said supporting body in co- 
planar relationship with said first surface of said supporting body along substantially the 
entire length of said conductive probe arms (clearly shown in Figure 5; majority of the 
probe fingers are on the surface of the supporting body); and 

a second multitude of conductive electrodes (95a, 95b, 95c) being positioned on 
second multitude of areas defined on said first surface between said first multitude of 
conductive probe arms, and comprising an insulating spacing (non conductive medium 
between probe fingers is an insulating spacing) between said electrodes and said 
conductive probe arms, said second multitude of conductive electrodes for active 
guarding. 

As to claim 73, having the supporting body further comprises a second surface 
parallel to said first surface, and 

said multi-point probe further comprises an additional multitude of conductive probe 
arms defining a proximal end and a distal end being positioned in co-planar relationship 
with said second surface of said supporting body, and 
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said additional conductive probe arms being connected to said supporting body at said 
proximal ends thereof and having said distal ends freely extending from said supporting 
body, giving individually flexible motion to said additional multitude of conductive probe 
arms is anticipated by Burr et al (see col 5, In 33-36; reference to more than two coaxial 
cables being used requires additional power tip fingers). 

As to claim 74, having the first multitude of conductive probe arms in a multitude 
of 2 ranging from at least 2 to 64 conductive probe arms is anticipated by Burr et al 
(note Burr et al shows 2 conductive probe arms 92 and 94). 

As to claim 75, having the first multitude of conductive probe arms having 4 
conductive probe arms is anticipated by Burr et al (see col 5, In 33-36; reference to 
more than two coaxial cables being used requires additional power tip fingers and 
having 4 conductive probe arms is within the described range of possibilities). 

As to claim 76, having the first multitude of conductive probe arms having a 
substantially rectangular cross section defining: 

the dimension of width as a distance between the lines of said rectangular cross section 

perpendicular to the plane of said first surface of said supporting body, 

the dimension of depth as a distance between the lines of said rectangular cross section 

parallel to the plane of said first surface of said supporting body, and 

the dimension of length as a distance from said proximal end of said conductive probe 

arms to said distal end of said conductive probe arm; is anticipated by Burr et al (in 

Figure 5, each finger 92, 94, 95a, 95b, 95c has a rectangular cross section composed of 

width and depth and its body is a continuous projection identical cross section 
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dimensions from the edge of the substrate 88 to a location on the substrate wherein the 
distance of the projection is the length). 

As to claim 82, the first multitude of conductive probe arms having tapered 
elements (note embodiment of Figure 6 shows tips (112) being tapered) extending from 
said distal end (1 1 0a or 1 1 0b) of said conductive probe arms is anticipated by Burr et al. 

As to claim 83, the first multitude of conductive probe arms having pointed 
shaped elements (note embodiment of Figure 6 shows tips (112) have pointed shaped 
elements) extending from said distal end (1 10a or 1 10b) of said conductive probe arms. 

As to claim 91, having the supporting body made of a ceramic material is 
anticipated by Burr et al (col 1 , In 35-37). 

As to claim 140, having the probe arms moveable in all spatial directions is 
anticipated by Burr et al because each of the distal ends extend into free space and are 
unconstrained to movement in any direction. 

Burr et al anticipates a multi-point probe (Figures 5, 5A and 6) for testing electric 
properties on a specific location of a test sample, comprising: 

a supporting body (88) defining a first surface; 

a first multitude of conductive probe arms (92, 94), each of said conductive probe 
arms defining a proximal end (that portion over supporting body 88) and a distal end 
(that portion extending away from the edge of supporting body 88) being positioned in 
co-planar relationship with said first surface of said supporting body along substantially 
the entire length of said conductive probe arms, and said conductive probe arms being 
connected to said supporting body at said proximal ends thereof and having said distal 
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ends freely extending from said supporting body, giving individually flexible motion to 
said first multitude of conductive probe arms for allowing said distal end to contact said 
specific location of said test sample, said conductive probe arms freely extending from 
said supporting body with said distal ends freely extending and away from said 
supporting body leaving said distal ends free to contact a sample unsupported by said 
supporting body and in co-planar relationship with said first surface of said supporting 
body along substantially the entire length of said conductive probe arms (clearly shown 
in Figure 5; majority of the probe fingers are on the surface of the supporting body); and 
a second multitude of conductive electrodes (95a, 95b, 95c) being positioned on 
second multitude of areas defined on said first surface between said first multitude of 
conductive probe arms, and comprising an insulating spacing (non conductive medium 
between probe fingers is an insulating spacing) between said electrodes and said 
conductive probe arms, said second multitude of conductive electrodes for active 
guarding, a third multitude of conductive tip elements (96; can be a multitude of 
conductive tip elements as described at col 5, In 33-36) extending from said distal end 
of said first multitude of conductive probe arms; as recited in claim 96. 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

11. Claims 77-81, 87 and 89-90 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Burr et al (5565788) as applied to claim 65 above, and further in view 
of obvious results obtained by routine experimentation applied to claim 65. 

Although Burr et al does not explicitly show the first multitude of conductive probe 
arms having a ratio of length to width in the range of 500:1 to 5:1 (claim 77), or in the 
range of 50:1 to 10:1 (claim 78), or any dimensional variation with a ratio of 10:1 (claim 
79), or a ratio of width to depth in the range of 20:1 to 2:1 (claim 80), or any dimensional 
variation with a ratio of 10:1 (claim 81), or the first multitude of conductive probe arms 
having lengths in the range of 20um to 2mm (claim 87), or the first multitude of 
conductive probe arms having a separation of distal ends of the conductive probe arms 
in the range of 1um to 1mm (claim 89), or in the range of 20um to 60um (claim 90), it 
would have been obvious to one having ordinary skill in the art at the time the invention 
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was made to have further limited the invention as described in claims 77-81, 87 and 89- 

90 because they demonstrate limiting conditions determined by routine experimentation. 

Where the general conditions of a claim are disclosed in the 
prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation. In re Swain et 
al., 33 C.C.P.A. (Patents) 1250, 156 F. 2d 239, 70 USPQ 
412 ; Minnesota Mining and Mfg. Co. v. Coe, 69 App. D.C. 
217, 99 F. 2d 986, 38 USPQ 213 ; Allen et al. v. Coe, 77 
App. D. C. 324, 135 F. 2d 11, 57 USPQ 136 . 

12. The following is a statement of reasons for the indication of allowable subject 
matter: 

Claim 88 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. The added limitation of the first multitude of 
conductive probe arms having lengths of 200um has not been found. 

Claims 94 and 95 are allowable because a first conductive layer being positioned 
on the multitude of conductive probe arms in combination with a second conductive 
layer acting as electrodes on the supporting body between the first multitude of 
conductive probe arms in further combination with the supporting body being of a 
semiconductor material comprising at least one of Ge or Si as further limited by the 
remaining combination of elements described in claim 94 have not been found. It is 
further noted that the examiner's reasons are understood to be predicated upon 
consideration of each of the claims as a whole, and not upon any specific elements of 
the claims. 
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13. A shortened statutory period for response to this action is set to expire three 
month(s) from the date of this letter. Failure to respond within the period for response 
will cause the application to become abandoned. 35 U.S.C. 133 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell Kobert whose telephone number is (571) 272- 
1963. For an automated menu of Tech Center 2800 phone numbers call (571) 272- 
2800. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 





Patent Examiner 
Group Art Unit 2829 
May 10, 2006 
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